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Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 17 and 31-35 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Peters (USP 4,299,920) in view of Elkins (USP 4,441 ,793) together further in view 
of Muramatsu (USP 6,645,434). 

See the appropriate paragraphs of the 2/15/08 Office action for the teachings of 
the references combined above. 

The 5/15/08 amendments add the limitations that the silicone rubber has a 
thickness from 0.5mm to 4mm, the sample volume is from 1 nl to 10 microliters and 
"variations of positions of the sample ... less than 250 microns 

The court decided In re Boesch (205 USPQ 215) that optimization of a result 
effective variable is ordinarily within the skill of the art. A result effective variable is one 
that has well known and predictable results. Variations in the thickness of a layer, the 
sample volume and the variations in the position of the sample reservoir are all result 
effective variable with well known and expected results. It would be desirable to make 
the compartment layer as thin as possible, such as from 0.5 to 4mm, to minimize the 
material used and the manufacturing cost. It would have been desirable to use a 
minimal amount of sample, such as from 1 nl to 10 microliter, to preserve the sample for 
further testing and minimize the amount of reagents required to perform the analysis. It 
would have been desirable to place the sample reservoir in the same position, such as 
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the claimed variations of positions of the sample ... less than 250 microns, to create a 
uniform product that can be used with automated analyzers. 

It would have been within the skill of the art to further modify Peters (USP 
4,299,920) in view of Elkins (USP 4,441 ,793) together further in view of Muramatsu 
(USP 6,645,434) and give the silicone rubber a thickness from 0.5mm to 4mm, a 
sample volume from 1 nl to 10 microliters and "variations of positions of the sample ... 
less than 250 microns ..." as optimization of a result effective variable and to gain the 
above advantages. 

Claims 27-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Peters (USP 4,299,920) in view of Elkins (USP 4,441 ,793) together further in view of 
Muramatsu (USP 6,645,434) as applied to claims 17-23 and 29-36 above, and further 
in view of Brown (USP 6,037,168). 

See Peters (USP 4,299,920) in view of Elkins (USP 4,441 ,793) together further in 
view of Muramatsu (USP 6,645,434) supra. 

These references do not teach an upper layer having channels that comprise 
fluid lines. Brown also teaches a device that is comprised of an upper layer (24) with 
holes (26) that form wells when placed on another, lower base layer (22). The upper 
layer of Brown may also include channels that connect the wells. This allows for the 
exchange of fluids between the wells (column14, lines 14-28). It would have been 
obvious to combine the channels of Brown with the combined device of Peters and 
Elkins. One would add the channels to the elastomeric layer in order to allow for the 
exchange of fluids between wells as suggested by Brown. 
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Response to Arguments 

Applicant's arguments filed 5/15/08 have been fully considered but they are not 
persuasive. 

Applicants' state the cited prior art fails to teach the limitations that the silicone 
rubber has a thickness from 0.5mm to 4mm, the sample volume is from 1 nl to 10 
microliters and "variations of positions of the sample . . . less than 250 microns 
These amendments were newly submitted and have been addressed in the above new 
grounds of rejection. 

Applicants' 6/24/08 Declaration filed under 37 C.F.R. 1.132 has been considered 
but was not convincing. The substance of the Declaration lacked factual evidence and 
was directed to the opinion of Dr. Brakmann. 

The court decided : In re Beattie, 974 F.2d 1309, 24 USPQ2d 1040 (Fed. Cir. 
1992) (declarations of seven persons skilled in the art offering opinion evidence praising 
the merits of the claimed invention were found to have little value because of a lack of 
factual support); Ex parte George, 21 USPQ2d 1058 (Bd. Pat. App. & Inter. 1991) 
(conclusory statements that results were "unexpected," unsupported by objective factual 
evidence, were considered but were not found to be of substantial evidentiary value). 
Although an affidavit or declaration which states only conclusions may have some 
probative value, such an affidavit or declaration may have little weight when considered 
in light of all the evidence of record in the application. In re Brandstadter, 484 F.2d 
1395, 179 USPQ 286 (CCPA 1973). 



Application/Control Number: 10/089,841 Page 5 

Art Unit: 1797 

While Dr. Brakmann's opinion is held in high esteem, the lack of factual evidence 
made the Declaration not convincing. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lyle A. Alexander whose telephone number is 571-272- 
1254. The examiner can normally be reached on Monday, Tuesday and Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Lyle A Alexander 
Primary Examiner 
Art Unit 1797 
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Primary Examiner, Art Unit 1797 



